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IMessage managed to acquire distinctiveness
Peter Schramm (MLL Meyerlustenberger Lachenal Froriep AG) - Friday, July 21st, 2017

The Federal Administrative Court partially overturned a decision of the Swiss Federal Institute of
Intellectual Property (IGE) refusing protection for Apple’s word mark “iMessage” for
telecommunication services in class 38.

The Administrative Court agreed with the IPO that “iMessage”’ lacked original distinctiveness for
messaging services, because such services were closely linked to the internet, and the “i” would be
understood by the relevant consumers — the general public — as an abbreviation for “internet”.

However, unlike the I1PO, the Administrative Court held that Apple had shown that “iMessage” had
acquired distinctiveness on the Swiss market. The I1PO considered that Apple had not submitted
enough evidence for the French and Italian speaking Swiss regions. Since its practice requires — for
word marks, anyway — a showing of acquired distinctiveness for all three language regions of
Switzerland, it stopped its assessment there. The Administrative Court (sensibly) disagreed: the
evidence for acquired distinctiveness in the German speaking region was overwhelming. Since
there were no indications that Apple’'s market position was any weaker in the other language
regions, it could be assumed that “iMessage” had acquired distinctiveness there, too.

This decision is interesting because — without saying it in so many words — the Administrative
Court shifted the burden of proof that the sign had not acquired distinctiveness in the other
language regions to the 1PO once acquired distinctiveness was established for the German speaking
market. Thisis an interesting development. It remains to be seen whether the IPO will adjust its
practice (do not hold your breath).

Federal Administrative Court of 13 June 2017, Apple Inc. vs. IGE

Kluwer Trademark Blog -1/3- 09.02.2023


https://trademarkblog.kluweriplaw.com/
https://trademarkblog.kluweriplaw.com/2017/07/21/imessage-managed-to-acquire-distinctiveness/
http://wolterskluwerblogs.com/trademark/wp-content/uploads/sites/58/2017/07/Federal-Administrative-Court-of-13-June-2017-Apple-Inc.-vs.-IGE.pdf

To make sure you do not miss out on regular updates from the Kluwer Trademark Blog, please
subscribe here.

Kluwer IP Law

The 2022 Future Ready L awyer survey showed that 79% of lawyers think that the importance of
legal technology will increase for next year. With Kluwer IP Law you can navigate the
increasingly global practice of IP law with specialized, local and cross-border information and
tools from every preferred location. Are you, as an IP professional, ready for the future?

Learn how Kluwer 1P Law can support you.

importance of legal technology will

9
79% of the lawyers think that the \ 0\ L
f
increase for next year. \ /,90/\

Drive change with Kluwer IP Law. o/\ /[g

The master resource for Intellectual Property rights \ ’[C)
and registration. 2
g \ L 797° f

2022 SURVEY REPORT
The Wolters Kluwer Future Ready Lawyer

Y
. Wolters Kluwer

Experience how the renewed Manual IP
enables you to work more efficiently

& Wolters Kluwer

This entry was posted on Friday, July 21st, 2017 at 12:19 pm and is filed under Appeal, Case law,
Company names, Domain name, Lack of distinctiveness, National law, National marks, similarity of
goods and services, Switzerland, Trade name, Trademark

You can follow any responses to this entry through the Comments (RSS) feed. You can leave a
response, or trackback from your own site.

Kluwer Trademark Blog -2/3- 09.02.2023


https://trademarkblog.kluweriplaw.com/newsletter/
https://www.wolterskluwer.com/en/solutions/kluweriplaw?utm_source=trademarkblog&utm_medium=articleCTA&utm_campaign=article-banner
https://www.wolterskluwer.com/en/solutions/kluweriplaw?utm_source=trademarkblog&utm_medium=articleCTA&utm_campaign=article-banner
https://www.wolterskluwer.com/en/solutions/kluweriplaw?utm_source=trademarkblog&utm_medium=articleCTA&utm_campaign=article-banner
https://www.wolterskluwer.com/en/solutions/kluweriplaw?utm_source=trademarkblog&utm_medium=banner&utm_campaign=article-banner
https://www.wolterskluwer.com/en/solutions/kluweriplaw/manual-ip?utm_source=trademarkblog&utm_medium=article-banner&utm_campaign=mip_launch
https://trademarkblog.kluweriplaw.com/category/appeal/
https://trademarkblog.kluweriplaw.com/category/case-law/
https://trademarkblog.kluweriplaw.com/category/company-names/
https://trademarkblog.kluweriplaw.com/category/domain-name/
https://trademarkblog.kluweriplaw.com/category/lack-of-distinctiveness/
https://trademarkblog.kluweriplaw.com/category/national-law/
https://trademarkblog.kluweriplaw.com/category/national-marks/
https://trademarkblog.kluweriplaw.com/category/similarity-of-goods-and-services/
https://trademarkblog.kluweriplaw.com/category/similarity-of-goods-and-services/
https://trademarkblog.kluweriplaw.com/category/countries/switzerland/
https://trademarkblog.kluweriplaw.com/category/trade-name/
https://trademarkblog.kluweriplaw.com/category/trademark/
https://trademarkblog.kluweriplaw.com/comments/feed/
https://trademarkblog.kluweriplaw.com/2017/07/21/imessage-managed-to-acquire-distinctiveness/trackback/

Kluwer Trademark Blog -3/3- 09.02.2023



	Kluwer Trademark Blog
	iMessage managed to acquire distinctiveness


