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Russia: Non-profit organizations are eligible to protect name,
even when “traditional” trademark and company name
protection does not work
Boris Malakhov (Lidings) · Thursday, August 10th, 2017

In mid-July the Russian Supreme Court released an interesting decision in the dispute between one
of the largest and most recognized non-profit organizations against a copycat suspected of raising
money from confused donors all over the country.

The judges decided in favor of the plaintiff despite the fact that it did not possess a trademark and
could not enjoy the right to a company name.

On July 11, 2017 the Russian Supreme Court published a long-awaited Decision in case No. 53-
KG17-12.

Under the merits of the case, in 2016 the charity fund for helping children with cancer “Podari
Jizn” [“Gift of Life”] filed a lawsuit against a copycat, identically named non-profit charity fund,
seeking to prohibit the same naming. In the lawsuit the plaintiff referred to its “exclusive right to a
non-profit organization name”.

However the courts of the first and appeal instances denied the claims on the ground that (1) the
plaintiff did not possess an enforceable trademark to protect its brand, (2) “non-profit organization
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name” is not de jure listed as an IP asset in the Civil Code and therefore is not subject to judicial
protection.

The conclusion was strongly criticized by the Supreme Court. The panel of judges noticed that
“non-profit organization name” shall fall under the regime of protected intangible assets, even if it
does not constitute an IP right. Therefore, those non-profit organizations, which registered their
names in due course, shall enjoy the exclusive right to use and protect them against any copycat,
even if they do not possess trademarks, company names or other IP assets.

To succeed in such dispute, the plaintiff shall evidence a few facts:

the plaintiff has duly registered its non-profit organization name

the defendant has used the same name

the defendant’s intent is to use the name for misleading purposes

If evidenced, registration and use of a non-profit organization name by the defendant shall be
prohibited by court as an act of bad faith and infringement.

It should be noted that the same issue was already raised in para. 58.2 of the Supreme Court
Plenum’s Resolution No. 5, Supreme Arbitrazh Court Plenum’s Resolution No. 29 as of March 26,
2009, under which non-profit organizations were deprived of the “traditional” right to a company
name. However the courts did not offer an alternative remedy, which for a long time made it
almost impossible to enforce non-profit organization names against copycats.

We believe that the recent clarification of the Supreme Court has brought a positive impulse for
further development of court practice in the disputes of protection of brands of non-profit
organizations.

_____________________________

To make sure you do not miss out on regular updates from the Kluwer Trademark Blog, please
subscribe here.

Kluwer IP Law

The 2022 Future Ready Lawyer survey showed that 79% of lawyers think that the importance of
legal technology will increase for next year. With Kluwer IP Law you can navigate the
increasingly global practice of IP law with specialized, local and cross-border information and
tools from every preferred location. Are you, as an IP professional, ready for the future?

Learn how Kluwer IP Law can support you.
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This entry was posted on Thursday, August 10th, 2017 at 11:11 am and is filed under Company
names, Domain name, Russia
You can follow any responses to this entry through the Comments (RSS) feed. You can leave a
response, or trackback from your own site.
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