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FIFA wins in extra time: The Zurich Commercial Court upholds
injunction claim against Puma
Peter Schramm (MLL Meyerlustenberger Lachenal Froriep AG) · Wednesday, September 21st, 2022

With Judgment of 6 April 2022, the Federal Supreme Court upheld FIFA’s claim that the marks
“PUMA WORLD CUP QATAR 2022” and “PUMA WORLD CUP 2022” were misleading,
ordered these marks to be removed from the register and referred the case back to the Zurich
Commercial Court to decide on the question of injunctive relief (see Blog post of June 1, 2022).
Now, the Commercial Court decided with Judgment of 28 June 2022 that also the use of the marks
“PUMA WORLD CUP 2022” and “PUMA WORLD CUP QATAR 2022” is prohibited (click here
for the Judgement of 28 June 2022).

The Zurich Commercial Court refers exclusively to the Federal Supreme Court’s statements in
substantiating the injunction claim. Namely, that the marks “PUMA WORLD CUP QATAR 2022”
and “PUMA WORLD CUP 2022” create the misleading impression of Puma being the title
sponsor of the Football World Cup and that therefore, the provision of consumer misleading
according to Art. 3 para. 1 lit. b of the Swiss Unfair Competition Act (UWG) is fulfilled. For this
reason, not only must the trademarks “PUMA WORLD CUP QATAR 2022” and “PUMA
WORLD CUP 2022” be deleted from the register, but Puma is also prohibited from using them in
connection with the wide range of sporting goods, clothing, and accessories both trademarks were
applied for. Since Puma expressly stated during the proceedings that they also intended to use the
marks for their products in connection with the World Cup 2022, they themselves created the basis
for the “risk of infringement” which is a prerequisite for injunctive relief.

Thus, FIFA ultimately fully prevailed in its lawsuit against the registration and use of the marks
“PUMA WORLD CUP QATAR 2022” and “PUMA WORLD CUP 2022”. Although the Supreme
Court in its April 2022 Judgment also decided that the signs “WORLD CUP 2022” or “Qatar
2022” – which FIFA has not raised against PUMA in this lawsuit and were only brought into the
game via a counterclaim by Puma – lack inherent distinctiveness, the outcome of these proceedings
across multiple instances can be summarized as follows: Even though the signs “WORLD CUP
2022” or “Qatar 2022” were not considered to be inherently distinctive, they were considered
clearly referring to the FIFA World Cup and may therefore not be used by non-involved third
parties in a manner suggesting to be an official World Cup sponsor. Therefore, trademarks such as
“PUMA WORLD CUP QATAR 2022” and “PUMA WORLD CUP 2022” are unlawful and third
parties not related to or associated with FIFA may not create the misleading impression that they
are official sponsors of the FIFA World Cup tournaments.

* FIFA was represented by the authors of this post.
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_____________________________

To make sure you do not miss out on regular updates from the Kluwer Trademark Blog, please
subscribe here.

Kluwer IP Law

The 2022 Future Ready Lawyer survey showed that 79% of lawyers think that the importance of
legal technology will increase for next year. With Kluwer IP Law you can navigate the
increasingly global practice of IP law with specialized, local and cross-border information and
tools from every preferred location. Are you, as an IP professional, ready for the future?

Learn how Kluwer IP Law can support you.
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