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CTM with a reputation: CJEU provides guidance on the
relevant geographical territory and public for establishing
both reputation and infringement
Katharina Schmid (schmid-ip) · Wednesday, December 16th, 2015

For those who have been wondering ever since the PAGO International ruling (C-301/07) if the
owner of a CTM with a (proven) reputation in one or a few member states can also enforce it as a
„mark with a reputation“ in other member states, the CJEU has now provided clarification in its
judgment of 3 September 2015, in case C-125/14 – Iron & Smith kft v. Unilever NV: The answer
is: maybe…

In PAGO, the CJEU had stated that a CTM that was known to a substantial part of the relevant
public in the EU, which could be a single member state, had a reputation “in the Community”,
which is the relevant requirement for CTMs. The question had remained open whether this then
entitled the CTM owner to full reputation protection against dilution, misappropriation and
tarnishment across the EU. The Budapest Municipal Court, who had to decide on an opposition by
Unilever based on its trade mark “Impulse” against Iron & Smith’s application for “be impulsive”,
asked the CJEU for guidance. The Hungarian trade mark office had granted Unilever’s claims of
dilution on the ground that reputation had been shown to exist in a substantial part of the European
Union (UK and Italy). The Budapest Municipal Court wanted to disagree but the question whether
the place within the EU where reputation exists, and the place where the infringement occurs, have
to be the same or at least overlap, had not been addressed by the CJEU. So it referred the matter to
Luxembourg.

The CJEU held that, in a situation as the one described above, the CTM owner may benefit
from the enhanced protection of a reputed mark against a later national trademark registration

where it is shown that a commercially significant part of the public in the state where the
application was filed is familiar with the earlier mark, makes a connection between it and the later
national mark, and that there is, taking account of all the relevant factors in the case, either actual
and present injury to the later mark or a serious risk that such injury may occur in the future.

The CJEU considered that if the earlier mark is unknown to the public in the relevant member
state, in which registration of the later national mark has been applied for (para 29), the use of that
national mark, is, in principle, not liable to cause misappropriation, dilution or tarnishment (see
para 29, in connection with para 28). This makes sense in that it is difficult for a reputation to
suffer detriment or to be taken advantage of where it does not exist at all

However, and this is the interesting twist of this case, where the earlier Community trade mark is
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not known to a substantial part of the relevant public, but still a commercially significant part of
the latter is familiar with it, it is conceivable that that public would make a connection between that
mark and the later national mark, leading to one of the injuries against which European trade mark
law protects owners of reputed marks.

We are eagerly awaiting cases of national courts and trade mark offices dealing with the criterion
of a „commercially significant part“ of the national public, and, eventually, further references on
this point to the CJEU.

_____________________________
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