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The CJEU had to decide whether “El CorteInglés’ was confusingly similar to “ The English
Cut”. It wasn’t — however it might just be similar enough for article 8(5) CTMR (dilution
protection) to apply.

In its judgment of December 10, 2015 (case C-603/14 P, “El CorteInglés’ v.“The English
Cut”), the CJEU overruled the judgment of the General Court (GC), following an appeal filed by
“El Corte Inglés’ (the famous Spanish department store).

Background: In 2010 the company The English Cut filed a CTM application for the word mark
“The English Cut”. El Corte Inglés—famous Spanish chain of department stores —filed an
opposition on Articles 8.1 (b) and 8.5 CTMR, based on its reputed CTM “EI Corte Inglés’ of
which “The English Cut” isthe literal trandation.

The opposition was rejected by the OHIM considering that although there was a minimal degree of
conceptual similarity between the signs, they were different overall from avisual or phonetic
standpoint and therefore there was no likelihood of confusion. Asfor the application of article 8.5
CTMR, OHIM considered that El Corte Inglés had not provided sufficient evidence that there was
actually or potentially any unfair advantage being taken of the reputation of the “El Corte Inglés’
mark.

El Corte Inglés appealed to the GC, which rejected all of its pleas, holding that:

e Thesignsat issue were completely different from avisual and phonetic standpoint.

e Therewas a conceptua similarity between the two signs, however “ dight”, because, although
“El Corte Inglés’ istheliteral trandation into Spanish of “The English Cut”, the connection
between the two signs was not immediately obvious. The GC considered that the average
Spanish consumer would have to first trand ate the sign in question into Spanish (we want to
think that the members of the GC have not been in Spain recently...).

¢ Onthisbasis, it considered that the signs were different overall.

o Asfor article 8.5, the GC held that, having found the marks dissimilar, this also precluded the
protection of El Corte Inglés as a reputed mark.

The CJEU partially upheld the appeal and found that there had been an infringement of article 8.5,
since the GC should have specifically examined whether the degree of slight conceptual similarity

Kluwer Trademark Blog -1/3- 12.02.2023


https://trademarkblog.kluweriplaw.com/
https://trademarkblog.kluweriplaw.com/2016/02/04/lost-in-translation-translated-terms-in-ohim-oppositions/
https://trademarkblog.kluweriplaw.com/2016/02/04/lost-in-translation-translated-terms-in-ohim-oppositions/

was sufficient, because other pertinent factors were present—such as the reputation of the earlier
mark—for the public to establish alink between the signs at issue for the purposes of article 8.5.

Conclusion: The CJEU held that, since a slight conceptual similarity had been found to exist
between the signs, an individual compar ative analysis needed to be performed to determine
whether articles 8.1 (b) and 8.5 applied. The fact of declaring that the degree of similarity is not
sufficient to apply article 8.1(b), does not mean that the application of 8.5 is necessarily precluded,
since the degree of similarity required by each of the paragraphsis different.

CJEU reached the same conclusion in its judgment of November 20, 2014 (Joined Cases C?581/13
P and C?582/13 P, in Golden Ballsv OHIM — Intra-Presse (GOLDEN BALLYS), where it stated
that the GC was wrong to rule out the application of article 8.5 without first undertaking an overall
assessment of the marks at issue (“ Golden Balls’ v “BALLON D’OR”) in order to ascertain
whether alow degree of conceptual similarity between the marks was neverthel ess sufficient, on
account of the presence of other relevant factors -such as the reputation or recognition enjoyed by
the earlier mark BALLON D’ OR-, for the relevant public to make alink between those marks.

To make sure you do not miss out on regular updates from the Kluwer Trademark Blog, please
subscribe here.

Kluwer IP Law

The 2022 Future Ready L awyer survey showed that 79% of lawyers think that the importance of
legal technology will increase for next year. With Kluwer IP Law you can navigate the
increasingly global practice of IP law with specialized, local and cross-border information and
tools from every preferred location. Are you, as an IP professional, ready for the future?

Learn how Kluwer I P Law can support you.
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You can follow any responses to this entry through the Comments (RSS) feed. You can leave a
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