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SPAIN: THE LILA MOP. THE SCOPE OF PROTECTION OF
FIGURATIVE MARKS CONSISTING OF THE TWO-
DIMENSIONAL REPRESENTATION OF A PRODUCT
Inmaculada González López (BomhardIP) · Monday, March 21st, 2016

The Spanish Supreme Court recently had to consider the likelihood of confusion between the
representation of a lila mop registered as a two-dimensional trade mark and another party’s actual
product, again, a lila mop. The signs at issue were the following:

 

Trademarks owned by the plaintiff Defendant’s use

 
 

The Court rejected the claim of infringement. Disregarding the fact that the earlier mark was
indeed meant to protect the shape of the mop itself, and taking it instead as a purely figurative
mark or a logo, the Court could only conclude the absence of likelihood of confusion.

According to ECJ case law, the criteria laid down for assessing the distinctiveness of 3D
trademarks consisting of the appearance of the product itself apply also to figurative marks
consisting of a 2D representation of the product. Neither is independent of the appearance of the
product and the relevant public does not perceive those signs as an indication of commercial origin
absent exceptional  circumstances.

The Spanish Supreme Court, in its judgment of 25 February 2016, applied these same criteria to
the infringement action before it. In the case before the Court, the owner of a Spanish and a
Community (soon: European Union) trademark consisting of a 2D representation of a lila mop,
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brought infringement proceedings against a competitor who was also selling lila mops, as shown
above.

The action was rejected in its entirety. The Court found that the plaintiff was trying to enhance the
scope of protection of its 2D trademarks to cover the shape of the mop. In fact, the plaintiff
claimed that the lila mop commercialized by the defendant was confusingly similar to the lila mop
that the plaintiff was manufacturing and selling and which he had protected by way of its 2D
trademarks.

The Court considered that the assessment of trademark infringement required the comparison
between the figurative trademarks as registered —that is, the 2D representation of a mop (not the
shape of the mop itself) and the shape of the mops themselves as marketed by the defendant.

In assessing the scope of protection of the earlier marks, the Court concluded that the owner of a
figurative trademark that consists of the reproduction of the product it designates, cannot enjoy a
monopoly to such products in the market, especially when, as was the case here, the shape
represented by the alleged infringing trademark was the commonly used shape for this type of
product.

It should be noted that the Spanish Supreme Court in no way questioned the validity of the earlier
marks. However, it severely curtailed their protection by limiting them to the specific two-
dimensional representation of which they consisted.

In the absence of evidence of acquired distinctiveness of the shape of the product, or of a shape or
appearance that departs significantly from the norm for the type of product at issue, this outcome
seems correct. It is in line with the case law of the Court of Justice and avoids a serious misbalance
between what can be achieved with a two-dimensional as opposed to a three-dimensional
registration of the shape of a product.

_____________________________
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This entry was posted on Monday, March 21st, 2016 at 1:53 pm and is filed under 3D Trademark,
Case law, Spain
You can follow any responses to this entry through the Comments (RSS) feed. You can leave a
response, or trackback from your own site.
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