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The Court of Justice has rendered a crucial decision on the jurisdiction of the Community design
courts over European co-defendants and the national law applicable to the measures sought.

Nintendo holds various Community design rights for accessories for video game consoles, such as
remote controls. It brought infringement proceedings in Germany against two companies: BigBen
France, the parent company, and BigBen Germany, its subsidiary. BigBen France produces remote
controls and sells them, on the one hand, on its website, directly to consumers in France and the
Benelux and, on the other hand, to BigBen Germany, which in turn sells them in Germany and
Austria. BigBen Germany does not hold products in stock; BigBen France is responsible for
delivering all products ordered through BigBen Germany.

Nintendo sought an injunction against both co-defendants as well as other related measures
(production of accounts, damages, recall and destruction, publication of the decision and
reimbursement of legal fees). Nintendo asked that these measures extend, with regard to each co-
defendant, to the entire territory of the EU.

The German court submitted a preliminary question to the Court of Justice regarding its
jurisdiction to grant measures with pan-European effect with respect to the two co-defendants. It
also wished to know which national law should be applied to the measures requested in relation to
the injunction.

The Court’s answer to the question of jurisdiction is crystal clear. As from the time multiple
European co-defendants are validly summoned before the court of the place where one of them is
domiciled (due to the fact that the claims are so closely connected that it is expedient to hear and
determine them together), this court has jurisdiction over all defendants and can rule on acts of
infringement that have been committed or are threatened “on the territory of any Member State”; in
other words, for the entire EU.

The German court thus has jurisdiction to order all measures sanctioning the acts of infringement
committed by the French and German companies.

To sanction the infringement of a Community design, the Community Design Regulation (CDR)
provides, on the one hand, for measures prohibiting infringing acts and seizure but refers, on the
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other hand, to “national law” for all other related measures. The question thus arises as to which
national law applies to these related measures when a defendant infringes a Community design at
different places in the European Union.

The Court answered that, under these circumstances, Article 8.2 of Regulation No 864/2007
(“Rome II”) should be applied and therefore that the applicable law, for any question not governed
by the CDR, is that of the country in which the act of infringement was committed.

To identify the country in which the act of infringement was committed, reference should not be
made to each alleged act of infringement but rather it is necessary to carry out an “overall
assessment of that defendant’s conduct in order to determine the place where the initial act of
infringement at the origin of that conduct was committed or threatened” (paras. 103 and 109). The
court may also use “a single connecting factor linked to the place where the act of infringement at
the origin of several acts alleged against a defendant was committed or threatened” (para. 104).

When an operator offers allegedly infringing products for sale online, the place where the event
giving rise to the damage occurs is “the place where the process of putting the offer for sale online
by that operator on its website was activated” (para. 108).

The holding of this decision in relation to Community designs can certainly be extended by
analogy to European trade marks. The Court itself emphasises the “similarity of the [relevant]
provisions” in the CDR and the EUTMR (para 54).

This decision further contributes to ensuring uniform protection of unitary IP rights. This holds
true both for the question of jurisdiction over all co-defendants and determination of the law
applicable to measures related to a pan-European injunction.

_____________________________

To make sure you do not miss out on regular updates from the Kluwer Trademark Blog, please
subscribe here.

Kluwer IP Law

The 2022 Future Ready Lawyer survey showed that 79% of lawyers think that the importance of
legal technology will increase for next year. With Kluwer IP Law you can navigate the
increasingly global practice of IP law with specialized, local and cross-border information and
tools from every preferred location. Are you, as an IP professional, ready for the future?

Learn how Kluwer IP Law can support you.

https://trademarkblog.kluweriplaw.com/newsletter/
https://www.wolterskluwer.com/en/solutions/kluweriplaw?utm_source=trademarkblog&utm_medium=articleCTA&utm_campaign=article-banner
https://www.wolterskluwer.com/en/solutions/kluweriplaw?utm_source=trademarkblog&utm_medium=articleCTA&utm_campaign=article-banner
https://www.wolterskluwer.com/en/solutions/kluweriplaw?utm_source=trademarkblog&utm_medium=articleCTA&utm_campaign=article-banner


3

Kluwer Trademark Blog - 3 / 3 - 12.02.2023

This entry was posted on Wednesday, October 11th, 2017 at 3:19 pm and is filed under Community
design, The EU is an economic and political association of certain European countries as a unit with
internal free trade and common external tariffs.“>European Union, Jurisdiction, National law,
Trademark
You can follow any responses to this entry through the Comments (RSS) feed. You can leave a
response, or trackback from your own site.

https://www.wolterskluwer.com/en/solutions/kluweriplaw?utm_source=trademarkblog&utm_medium=banner&utm_campaign=article-banner
https://www.wolterskluwer.com/en/solutions/kluweriplaw/manual-ip?utm_source=trademarkblog&utm_medium=article-banner&utm_campaign=mip_launch
https://trademarkblog.kluweriplaw.com/category/community-design/
https://trademarkblog.kluweriplaw.com/category/community-design/
https://trademarkblog.kluweriplaw.com/category/european-union/
https://trademarkblog.kluweriplaw.com/category/european-union/
https://trademarkblog.kluweriplaw.com/category/jurisdiction/
https://trademarkblog.kluweriplaw.com/category/national-law/
https://trademarkblog.kluweriplaw.com/category/trademark/
https://trademarkblog.kluweriplaw.com/comments/feed/
https://trademarkblog.kluweriplaw.com/2017/10/11/better-uniform-enforcement-unitary-ip-rights-court-justice-eu-27-september-2017-c-2416-c-2516-nintendo-v-bigben/trackback/

	Kluwer Trademark Blog
	A Better Uniform Enforcement of Unitary IP Rights: Court of Justice EU, 27 September 2017, C 24/16 and C-25/16, Nintendo v. BigBen


