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Apples and Pears
Sara Parrello, Fabio Angelini (Bugnion S.p.A) · Thursday, March 21st, 2019

In the US to indicate two things which are truly… incomparable, one says “oranges and apples”. In
continental EU, we  say “apples and pears”.

This case deals indeed with apples and pears.

On 31 January 2019, the General Court of the European Union had to decide about the similarity
between an apple and a pear (case T-215/17):   

                                                                                   
                        

Pear Technologies Ltd, tried once again to obtain registration for a pear in relation to technological
goods and services in classes 9, 35 and 42. 

Apple Inc. opposed the registration, hoping to obtain the same result as in its opposition against a
grey pear (shown below), where the Board of Appeal’s view was that the two signs were visually
similar and the applicant was trying to mimic the iconic apple, riding on its coat-tails.

Also in this case, the Opposition Division and the Board of Appeal, despite the new stylisation,
still held that trademark applied for ‘imitated and at the same time mocked and defied’ the earlier
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reputed mark, by using the fruit which is the most similar to the image of an apple and which is its
closest alternative in real life. In this way, consumers would perceive products bearing the “pear”
as alternative to Apple’s products.

The General Court (GC) reversed. It held that the finding of several commonalities on a visual
level was incorrect. Indeed, the only commonalities are the presence of black colour and the
similar positioning of the figurative elements placed on top which will probably go unnoticed
among the relevant public, while the dissimilarities are more striking:

the marks will immediately be perceived as depicting different fruits;1.

the shapes of the figurative elements and the fruits depicted are dissimilar as the pear is made up2.

of a large number of squares of different sizes without an edge while the apple is depicted with a

solid image;

the mark applied for contains no trace of the bite present in the earlier mark and, finally,3.

there is the word element ‘pear’ not appearing the earlier mark [of course… it is an apple].4.

Therefore, having regard to those differences, the GC held that the conflicting marks, each
considered as a whole, produce a different overall visual impression.

As for the conceptual “link”, the GC held that the BoA’s finding that apples and pears were
associated in many ways throughout the relevant territory and were common alternatives to each
other was not supported by any concrete evidence. Furthermore, there is a ‘specific concept of
antagonism’ between apples and pears, in several EU languages, as they are used to illustrate two
things different and not comparable. The application of Article 8(5) EUTMR (the special
protection of marks with a reputation in EUTM oppositions) requires the signs at issue to be at
least similar. Even assuming that the conflicting marks evoke the idea that two things are
incomparable, this does make them similar, but rather supports the absence of any conceptual
similarity.

In other words, the GC found that the BoA’s idea that something like “apple and pears”, commonly
understood as figurative speech for things that are totally incompatible, at odds, incongruous,
conflicting, clashing, discordant, antagonistic, mutually exclusive, different, were instead
considered capable of creating a link from one to another, was illogical.

What about pineapple and prickly pears?
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_____________________________

To make sure you do not miss out on regular updates from the Kluwer Trademark Blog, please
subscribe here.

Kluwer IP Law

The 2022 Future Ready Lawyer survey showed that 79% of lawyers think that the importance of
legal technology will increase for next year. With Kluwer IP Law you can navigate the
increasingly global practice of IP law with specialized, local and cross-border information and
tools from every preferred location. Are you, as an IP professional, ready for the future?

Learn how Kluwer IP Law can support you.
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EUTMR, conceptual difference, The General Court is first level court of the European Union,
previously known as the Court of First Instance.

“>General Court, Trademark
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