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Because the contract did not give a popcorn manufacturer a perpetual license to sell popcorn under
the Mrs. Fields trademark, the manufacturer should not have been granted a preliminary injunction
ordering Mrs. Fields to comply with the contract terms.

A popcorn manufacturer did not establish a strong likelihood that it will prevail on its claim against
Mrs. Fields for specific performance and would suffer irreparable harm in the absence of a
preliminary injunction, the U.S. Court of Appealsin Denver has decided. The decision reversed a
preliminary injunction requiring Mrs. Fields to specifically perform under a licensing agreement,
which the district court entered in favor of the popcorn manufacturer after finding that the
manufacturer prevailed on its breach of contract claim against Mrs. Fields. The district court erred
because it based its analysis on an erroneous finding that the popcorn manufacturer had a perpetual
license to sell popcorn under the Mrs. Fields brand. But the contract did not actually provide for a
perpetual license and at best, the manufacturer could have expected to continue using the license
only so long as Mrs. Fields allowed the contract to automatically renew. Because Mrs. Fields could
prevent the contract from automatically renewing, the manufacturer’ s damages were limited to the
remainder of the five-year term of the contract. Therefore, the district court erred in determining
that the manufacturer established a strong likelihood that it will prevail on its claim for specific
performance and would suffer irreparable harm in the absence of a preliminary injunction (Mrs.
Fields Famous Brands, LLC v. MFGPC, November 7, 2019, Briscoe, M.).

Case date: 07 November 2019
Case number: No. 19-4046
Court: United States Court of Appeals, Tenth Circuit

A full summary of this case has been published on Kluwer IP Law.

To make sure you do not miss out on regular updates from the Kluwer Trademark Blog, please
subscribe here.
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The 2022 Future Ready L awyer survey showed that 79% of lawyers think that the importance of
legal technology will increase for next year. With Kluwer IP Law you can navigate the
increasingly global practice of IP law with specialized, local and cross-border information and
tools from every preferred location. Are you, as an IP professional, ready for the future?

Learn how Kluwer P Law can support you.
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