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In a case of first impression, the Ninth Circuit ruled that the Madrid Protocol gave a European
company priority of right in atrademark even without prior use in commerce.

The Ninth Circuit agreed with the California district court that Bacardi’s use of BACARDI
UNTAMEABLE for rum did not as a matter of law infringe Lodestar’s UNTAMED mark for
distilled spirits because no likelihood of confusion existed, given that consumers would encounter
the marks differently in the marketplace, the marketing efforts were concentrated in different
media, and no evidence of actual confusion existed. Prior to finding for Bacardi, the Ninth Circuit
concluded in a case of apparent first impression that Liechtenstein-based L odestar had a valid right
of priority over Bacardi in the U.S.—and thus a valid right to pursue a trademark infringement
claim—through the Madrid Protocol as adopted by the Lanham Act, even though L odestar may not
have used the mark in the U.S. until after Bacardi had begun using its mark. In addition, even
though the Ninth Circuit affirmed dismissal for lack of likelihood of confusion, it also concluded
that the district court erred in adopting a rule excluding any consideration of a senior user’s post-
infringement use of the mark and erred in certain aspects of its analysis, including how the court
weighed strength of the mark and Bacardi’s intent (Lodestar Anstalt v. Bacardi & Company
Limited., April 21, 2022, Collins, D.).

Case date: 21 April 2022
Case number: No. 19-55864
Court: United States Court of Appeals, Ninth Circuit

A full summary of this case has been published on Kluwer IP Law.

To make sure you do not miss out on regular updates from the Kluwer Trademark Blog, please
subscribe here.
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The 2022 Future Ready L awyer survey showed that 79% of lawyers think that the importance of
legal technology will increase for next year. With Kluwer IP Law you can navigate the
increasingly global practice of IP law with specialized, local and cross-border information and
tools from every preferred location. Are you, as an IP professional, ready for the future?

Learn how Kluwer P Law can support you.
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