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General Court comes to a decision about The Standard of
genuine use
Julius Stobbs, Louis Adcock (Stobbs IP) · Wednesday, February 22nd, 2023

The decision in question, made by the General Court of the EU – Standard International
Management LLC v EUIPO – has clarified that use of EU trade marks in advertisements and offers
for sale constitute acts of use of an EU trade mark.

This case revolved around an EU trade mark that Standard Hotels applied for the registration of in
2009. This mark was subsequently registered in 2011. In 2018, Asia Standard filed an application
to revoke this EU trade mark by arguing non-use under Article 58(1)(a) EUTMR. Subsequently, in
2020, the EUIPO’s Cancellation Division revoked this mark in its entirety with retroactive effect.
This prompted an appeal from Standard Hotels to the Boards of Appeal.

The outcome of this was that the Fifth Board of Appeal upheld the revocation and therefore
dismissed Standard Hotels’ appeal. The Board placed emphasis on the place of the use of the mark
in arriving and their decision, stating that there was strong evidence suggesting that Standard
Hotels in the United States despite documentation referring to advertisements and promotional
campaigns targeting EU customers. The main reason given for this documentation being
insufficient to convince the Board to overturn the original decision was that the place of provision
of the hotel and related services was not within the relevant territory in the EU. Therefore, in the
view of the Board, the mark had not been in use.

In response, General Hotels brought an action for annulment of the Board’s decision before the
General Court of the EU. Their grounds for doing so were that their use of the mark constituted
genuine use under Article 58(1)(a) when this was read in conjunction with Article 18. This resulted
in the Court overturning the Board’s decision. The Court’s reasoning was that the hotel and related
services being outside of the relevant EU territory did not prevent General Hotels from aiming
advertisements and offers at EU customers. It was therefore found that such behaviour constituted
genuine use of the mark as it took place in the EU. This therefore homed in on an important
distinction between the location where services are provided and the location where advertisements
are made.

As this part of the reversal of the Board’s decision was based on Standard Hotels’ use of Article 18
EUTMR, it is important to understand what this is and how it can be interpreted. Article 18 echoes
the sentiments of Article 58(1)(a) (i.e. revocation of a trade mark being possible after a period of
non-use). However, it is Article 18(1)(b) that warrants more attention. This states that affixing of
EU marks to goods or to the packaging thereof in the Union solely for export purposes constitutes
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use of a mark. While this requires a bit of flexibility to apply that passage to this case, if we take
goods as services in this instance and note that the reference to exporting does not say where goods
or services are being exported to, then we can see how the Court arrived at their decision.

The main and fundamental takeaway from this decision is that, materially, nothing much has
changed. The test set out in Article 18(1) is still used to determine what constitutes genuine use of
an EU trade mark. Practically speaking, most cases featuring advertising for products not available
in the EU would not constitute genuine use of a trade mark. What this case has shed light on is an
obscure circumstance in which use of this test has expanded the scope, albeit very slightly, of what
can constitute genuine use of an EU trade mark by making an allowance for hotel services.

It is important to note that had this case revolved around more conventional goods and/or services,
the Court would probably have arrived at the opposite decision. Such an outcome is, of course,
variable according to the particular given circumstances. What will be interesting moving forward
is to see if subsequent cases present similarly obscure circumstances not previously anticipated.
While such cases are not likely to change the test used for determining genuine use, there is
potential for them to bring about a broader interpretation of what constitutes genuine use.

_____________________________

To make sure you do not miss out on regular updates from the Kluwer Trademark Blog, please
subscribe here.

Kluwer IP Law

The 2022 Future Ready Lawyer survey showed that 79% of lawyers think that the importance of
legal technology will increase for next year. With Kluwer IP Law you can navigate the
increasingly global practice of IP law with specialized, local and cross-border information and
tools from every preferred location. Are you, as an IP professional, ready for the future?

Learn how Kluwer IP Law can support you.

https://trademarkblog.kluweriplaw.com/newsletter/
https://www.wolterskluwer.com/en/solutions/kluweriplaw?utm_source=trademarkblog&utm_medium=banner&utm_campaign=article-bottom-cta_2022-frlr_0223
https://www.wolterskluwer.com/en/solutions/kluweriplaw?utm_source=trademarkblog&utm_medium=banner&utm_campaign=article-bottom-cta_2022-frlr_0223
https://www.wolterskluwer.com/en/solutions/kluweriplaw?utm_source=trademarkblog&utm_medium=banner&utm_campaign=article-bottom-cta_2022-frlr_0223


3

Kluwer Trademark Blog - 3 / 3 - 22.02.2023

This entry was posted on Wednesday, February 22nd, 2023 at 11:18 am and is filed under Case law, A
trade mark is considered to be used when it is used in the course of trade to indicate the origin of
goods and services. There are various criteria determining whether use will be considered genuine use
or not.“>Genuine use
You can follow any responses to this entry through the Comments (RSS) feed. You can leave a
response, or trackback from your own site.
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